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Claim Objections 

1. Claim 3 is objected to because of the following informalities: Claim 3 reads: 

The photographing system according to Claim 1, wherein 

the external apparatus operator is capable of setting further 
configured to set a plurality of photographing conditions of the 
camera, ... 

The applicant is suggested to change this claim to clarify the meaning of the claim for 
example the claim could read: 

The photographing system according to Claim 1, wherein 

the external apparatus operator is capable of being configured to set a 
plurality of photographing conditions of the camera, ... 
Appropriate correction is required. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 14-17 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 



Application/Control. Number: 1 0/725,230 Page 3 

Art Unit: 2622 

The described image pickup program in claims 14-15 and the described 
recording medium in which a computer-readable image pickup program is recorded in 
claims 16-17 do not qualify under a statutory category of patent eligible subject matter. 
For example, claim 14 is directed to an image pickup program, and fails to claim the 
program recorded on an appropriate computer readable medium so as to be structurally 
and functionally interrelated to the medium and permit the function of the claimed 
invention to be realized. The same rationale applies to claims 15-17. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 
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4. Claims 1-13,15,17-19 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Hatanaka (US Patent No. 7,012,636), hereinafter, referred to as Hatanaka. 

Regarding claim 1, Hatanaka discloses in Figure 1, an image pickup system 
comprising: 

a camera (Col 2, line 25); and 

an external apparatus, the camera and the external apparatus being connected 
to each other via a two-way communication line (Col 2, lines 26-27), wherein 
the camera comprises: 

a camera operator capable of setting at least a photographing condition (Col 3, 
Lines 25-29): and 

a camera communicator configured to allow the camera to photograph based on 
one of a photographing condition set through the camera operator (Col 3, Lines 29-30) 
and a photographing condition received from the external apparatus and transmitting 
image data obtained by photographing to the external apparatus (Col 4, Lines 22-27), 
and 

the external apparatus comprising: 

an external apparatus operator capable of setting at least the photographing 
condition of the camera (Hatanaka describes a software program that enables an 
external apparatus to control parameters of the camera in Col 3, Lines 7-12); 

a display means unit capable of displaying a set state of the photographing 
condition (Col 3, Lines 12-14); 
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an external apparatus communicator configured to transmit the photographing 
condition to the camera and receive image data from the camera (Col 2, Lines 66-67 
through Col 3, Lines 1-3); 

a selector configured to select between a first photographing mode in which the 
camera serves as a master to photograph (activating shutter button on electronic 
camera switches control to the camera as disclosed in Col 7, Lines 16-18 and Col 3, 
Lines 25-30) and a second photographing mode in which the external apparatus serves 
as the master and controls the camera to photograph (Col 3, Lines 7-12); and 

a controller configured to set the second photographing mode just after a start of 
camera control through the external apparatus (Col 3, Lines 7-12 disclose control of the 
camera via software of the external apparatus), read photographing information set in 
the camera into the external apparatus (Col 5, Lines 55-58 disclose that after the 
computer receives information that the camera has taken a photograph, the computer 
will then perform acquisition of the image data from the camera), and set the first or 
second photographing mode in accordance with the selection by the selector (as 
disclosed in references in the preceding paragraph). 

Regarding claim 2, Hatanaka discloses in Col 5, Line 64 and Col 6, Lines 2-3 the 
photographing system according to Claim 1, wherein when a picture is taken in the first 
photographing mode, the camera communicator transmits obtained image data to the 
external apparatus each time a picture is taken. 
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Regarding claim 3, Hatanaka discloses the photographing system according to 
claim 1 , wherein 

the external apparatus operator is capable of (being) configured to set a plurality 
of the photographing conditions of the camera (Fig. 6 and Fig. 7), and when the 
controller sets the second photographing mode, each time one of said photographing 
conditions is set through the external apparatus operator, the controller allows the 
camera to: photograph based on the photographing conditions including the set 
photographing condition, (Col 5, Lines 46-52) : receive obtained image data, (Col 5, 
Lines 55-58): and control the display unit to display the image data (Col 2, Lines 21-22). 

Regarding claim 4, Hatanaka discloses in Fig.1 an image pickup system 
comprising: 

an external apparatus comprising an external apparatus operator configured to 
set a plurality of photographing conditions related to a camera (Col 3, Lines 7-12), and a 
display unit configured for displaying respective set states of the photographing 
conditions (Col 3, Lines 12-14); and 

said camera having a camera operator capable of setting at least the 
photographing conditions, the camera being capable of photographing based on one of 
the photographing conditions set through the camera operator (Col 3, Lines 25-30) and 
the photographing condition received from the external apparatus and transmitting 
image data obtained by photographing to the external apparatus (Col 4, Lines 22-27), 
wherein 
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in photographing based on the photographing conditions set through the external 
apparatus operator, each time one photographing condition is set by the external 
apparatus operator, a picture is taken by the camera based on the photographing 
conditions including the set photographing condition, image data obtained is transmitted 
from the camera to the external apparatus (Col 4, Lines 22-27), and the image data is 
displayed through the display unit (Col 3, Lines 12-14). 

Regarding claim 5, Hatanaka discloses in (Col 2, Lines 25-28) a camera 
constructed so as to be connected to an external apparatus through a two-way 
communication line, the camera comprising: 

a camera operator capable of setting at least a photographing condition (Col 3, 
Lines 25-29); 

a camera communicator configured to allow the camera to photograph based on 
one of a photographing condition set by the camera operator (Col 3, Lines 25-30) and a 
photographing condition received from the external apparatus and transmitting image 
data obtained by photographing to the external apparatus (Col 4, Lines 22-27), wherein 

just after the start of camera control through the external apparatus, when a 
selection between a first photographing mode, in which the camera serves as a master 
to photograph (Col 7, Lines 16-18 describes a button on the camera that gives control to 
the camera to control settings and photographing as described in Col 3, Lines 25-30), 
and a second photographing mode, in which the external apparatus serves as a master 
and controls the camera to photograph, is performed under the control of the external 
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apparatus to set the second photographing mode (Col 3, Lines 7-12), photographing 
information set in the camera is transmitted to the external apparatus in response to a 
request sent from the external apparatus (Col 5, Lines 55-58), and a picture is taken in 
one of the first photographing mode and the second photographing mode under control 
of the external apparatus (the first photographing mode is selected by activating the 
shutter button as described in Col 7, Lines 16-18, the first photographing mode is 
described in Col 3, Lines 25-30, and the second photographing mode is described in 
Col 3, Lines 7-12 and is selected by activating the software that controls the external 
apparatus). 

Regarding claim 6, Hatanaka discloses the camera according to Claim 5, 
wherein in the first photographing mode, the camera communicator transmits obtained 
image data to the external apparatus each time a picture is taken (the image data 
captured by the electronic camera is transferred to an external device as described in 
Col 5, Line 64 through Col 6, Line 3). 

Regarding claim 7, Hatanaka discloses in (Col 3, Lines 7-12) the camera 
according to Claim 5, wherein the camera is capable of receiving a plurality of 
photographing conditions from the external apparatus, and 

in the second photographing mode, each time one of said photographing 
conditions is received from the external apparatus, a picture is taken based on 
photographing conditions including the received photographing condition, and 
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obtained image data is transmitted to the external apparatus (Col 4, Lines 22-27). 

Regarding claim 8, Hatanaka discloses in (Col 2, Lines 25-28) a camera 
constructed so as to be communicably connected to an external apparatus, the camera 
comprising: 

a camera operator configured for setting at least a photographing condition (Col 
3, Lines 25-29); and 

a camera communicator configured for allowing the camera to photograph based 
on one of a photographing condition set through the camera operator (Col 3, Lines 25- 
30) and a photographing condition received from the external apparatus and 
transmitting image data obtained by photographing to the external apparatus (Col 4, 
Lines 22-27), wherein 

in photographing based on the photographing condition received from the 
external apparatus, each time one photographing condition is received from the external 
apparatus, a picture is taken based on the received photographing condition, and image 
data obtained by photographing is transmitted to the external apparatus (Col 4 } Lines 
22-27). 

Regarding claim 9, Hatanaka discloses in (Col 2, Lines 25-23), an external 
apparatus configured to be connected to a camera through a two-way communication 
line, the external apparatus comprising: 
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an external apparatus operator capable of setting at least a photographing 
condition of the camera (Col 3, Lines 7-12); 

a display unit capable of displaying a set state of the photographing condition 
(Col 3, Lines 12-14); 

an external apparatus communicator for transmitting the photographing condition 
and receiving image data from the camera (Col 2, Lines 66-67 through Col 3, Lines 1- 
3); 

a selector for selecting between a first photographing mode in which the camera 
serves as a master to photograph (the selection means of the first photographing mode 
in Hatanaka includes the activation of a shutter button on the camera to select the 
camera as a master as described in Col 3, Lines 25-30 and Col 7, Lines 16-18) and a 
second photographing mode in which the external apparatus serves as a master and 
controls the camera to photograph (the selection means in Hatanaka of the second 
photographing mode is by way of activating the software that controls the external 
apparatus Col 3, Lines 7-12); and 

a controller configured to: set the second photographing mode just after a start of 
camera control through the external apparatus (Col 3, Lines 7-12 disclose control of the 
camera via software of the external apparatus), read photographing information set in 
the camera, and set the first or second photographing mode in accordance with the 
selection by the selector (as disclosed in references in the preceding paragraph). 
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Regarding claim 10, Hatanaka discloses the external apparatus according to claim 9, 
wherein in the first photographing mode, the external apparatus communicator 
receives image data obtained by photographing from the camera each time a picture is 
taken (The image data captured by the electronic camera is transferred to an external 
device as described in Col 5, Line 64 through Col 6, Line 3). 

Regarding claim 11, Hatanaka discloses in Fig 1 the external apparatus according to 
claim 9, wherein the external apparatus operator is configured for setting a plurality of 
photographing conditions of the camera, and 

when the controller sets the second photographing mode, each time one 
photographing condition is set through the external apparatus, the controller enables 
the camera to photograph based on the photographing conditions including the set 
photographing condition (Col 5, Lines 45-51), receive image data obtained by 
photographing (Col 5, Lines 54-57), and control the display unit to display the image 
data (Col 2, Lines 21-22). 

Regarding claim 12, Hatanaka discloses in (Col 2, Lines 33-38) the external apparatus 
according to claim 9, further comprising: 

a storage device configured to store image data received through the external 
apparatus communicator. 
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Regarding claim 13, Hatanaka discloses in (Col 3, Lines 7-12) an external apparatus 
configured to be communicably connected to a camera, the apparatus comprising: 

an external apparatus operator configured for setting a plurality of photographing 
conditions related to the camera; and 

a display unit capable of displaying respective set states of the photographing 
conditions (Col 3, Lines 12-14), wherein 

when a picture is taken through the camera based on the photographing 
conditions set through the external apparatus operator, each time one photographing 
condition is set by the external apparatus operator, a picture is taken by the camera on 
photographing conditions including the set photographing condition, image data 
obtained by photographing is received (Col 4, Lines 22-27), and the received image 
data is displayed by the display unit (Col 3, Lines 12-14). 

Regarding claim 15, Hatanaka discloses in Col 3, Lines 4-6 and in Fig 2. reference 
numeral 50 an image pickup program for enabling a computer to control a camera in 
order to photograph,. the computer being communicably connected to the camera, the 
program comprising: 

an external apparatus operation procedure for setting at least a plurality of 
photographing conditions related to the camera (Reference numeral 54 in Fig.2); 

a display procedure for displaying respective set states of the photographing 
conditions (Reference numeral 56 in Fig.2); and 



Application/Control Number: 10/725,230 Page 13 

Art Unit: 2622 

a procedure for receiving image data obtained by photographing through the 
camera in order to display the image data in the display procedure (Col 3, Lines 7-10), 
wherein 

when a picture is taken through the camera based on the photographing 
conditions set in the external apparatus operation procedure, each time one 
photographing condition is set in the external apparatus operation procedure, 
the picture is taken to obtain the image data by the camera based on the 
photographing conditions including the set photographing condition (Col 3, Lines 10- 
14). 

Regarding claim 17, Hatanaka discloses a program in Col 3, Lines 4-6 that teaches a 
recording medium in which a computer-readable image pickup program is recorded, 
the image pickup program being used to allow a computer to control a camera in order 
to photograph, the computer being communicably connected to the camera, the image 
pickup program comprising: 

an external apparatus operation procedure for setting at least a plurality of 
photographing conditions related to the camera (Reference numeral 54 in Fig.2); 

a display procedure for displaying respective set states of the photographing 
conditions on a display (Reference numeral 56 in Fig.2); and 

a procedure for receiving image data obtained by the camera to display the 
image data in the display procedure (Col 3, Lines 7-10), wherein 
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when a picture is taken by the camera based on the photographing conditions set 
in the external apparatus operation procedure, each time one photographing condition 
is set in the external apparatus operation procedure, a picture is taken to obtain the 
image data through the camera based on the photographing conditions including the 
set photographing condition (Col 3, Lines 10-14). 

Regarding claim 18, Hatanaka discloses in Col 9, Lines 37-39 an image pickup 
method for photographing using a camera and an external apparatus, the camera 
being connected to the external apparatus through a two-way communication line, the 
method comprising: 

setting a second photographing mode in which the external apparatus serves as 
a master and controls the camera to photograph just after the start of camera control 
through the external apparatus (Col 3, Lines 7-12); 

. transmitting photographing information, set in the camera, from the camera to the 
external apparatus through the communication line (Col 2, Lines 66-67 through Col 3 
Lines 1-3); 

displaying at least a photographing condition received in the photographing 
information of the camera through a display of the external apparatus (Fig 2. Reference 
numeral 56); 

setting the photographing condition of the camera through one of a camera 
operator of the camera (Col 3, Lines 25-30) and an external apparatus operator of the 
external apparatus (Col 3, Lines 7-12); 
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selectively setting a first photographing mode in which the camera serves as a 
master to photograph (Hatanaka discloses a method in which the camera controls itself 
and this mode is activated by pressing the shutter button on the camera as described 
in Col 9 Lines 66-67 through Col 10 Lines 1-2) and an external photographing mode 
(Hatanaka discloses a method in which an external device controls the camera as 
described in Col 9 Lines 43-38); 

taking a picture in the selected photographing mode to obtain an image, based 
on the set photographing condition (Hatanaka discloses a method in which the external 
device will control the camera unless the shutter button on the camera is activated to 
switch control to the camera as described in Col 9 Lines 37-43); 

transmitting the obtained image from the camera to the external apparatus 
(Hatanaka discloses a method of processing image data including transmitting the 
obtained image to the external apparatus in Col 5 Lines 62-67 through Col 6 Lines 1- 
3); and 

displaying the image received by said external apparatus on the display (Col 3 
Lines 12-14). 

Regarding claim 19, Hatanaka discloses the image pickup method according to claim 
1 8 as described above, further comprising: 

transmitting a set photographing condition to the camera each time a 
photographing condition is set when the photographing condition is set by the external 
apparatus operator in the step of setting the photographing condition of the camera 
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through one of the camera operator of the camera and the external apparatus operator 
of the external apparatus; 

photographing by the camera based on the transmitted photographing condition 
(Hatanaka discloses a method in which the external device will control the camera 
including photographing, unless the shutter button on the camera is activated to switch 
control to the camera as described in Col 9 Lines 37-43); 

transmitting image data obtained by photographing from the camera to the 
external apparatus (Hatanaka discloses a method of processing image data including 
transmitting the obtained image to the external apparatus in Col 5 Lines 62-67 through 
Col 6 Lines 1-3); and 

previewing the image data received by said external apparatus through a display unit 
(Col 3 Lines 12-14). 



Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



6. Claims 14,16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hatanaka (US Patent No. 7,01 2,636). 
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Regarding claim 14, Hatanaka discloses in Col 3, Lines 4-6 and in Fig 2. reference 
numeral 50, an image pickup program for enabling a computer to control a camera in 
order to photograph, the computer being connected to the camera through a two-way 
communication line, the program comprising: 

an external apparatus operation procedure for setting at least photographing 
condition of the camera (Reference numeral 54 in Fig.2) ; 

a display procedure for displaying a set state of the photographing condition on a 
display; (Reference numeral 56 in Fig.2); 

an external apparatus communication procedure for transmitting the 
photographing condition to the camera and receiving image data from the camera 
through the communication line (Col 3, Lines 7-12). 

Hatanaka describes a program to select and activate the second photographing 
mode in which the external apparatus controls the camera in Col 3, Lines 7-12, but 
fails to teach that the program allows the user to select the first photographing mode in 
which the camera serves as a master to photograph. Hatanaka fails to teach 
specifically a selection procedure for selecting between a first photographing mode in 
which the camera serves as a master to photograph and a second photographing 
mode in which the computer serves as the master and controls the camera to 
photograph. However, Hatanaka teaches that the program is capable of detecting if 
the shutter button of the camera is activated and will switch control of the camera to the 
camera rather than the external apparatus if activated. Given the capability in 
Hatanaka where both the camera and the computer can potentially be the master of 
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the camera, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to add a user interface to the program to allow the user to select 
on the program whether the camera or computer serves as the master. 

Hatanaka further teaches a control procedure for setting the second 
photographing mode just after the start of camera control through the computer, 
reading photographing information set in the camera, and, setting one of the first and 
second photographing modes in accordance with the selection in the selecting 
procedure (Hatanaka describes a control step in the program where the program can 
detect operation of the shutter switch of the camera and will subsequently inhibit the 
program's control of the camera as described in Col 9, Lines 12-15 and Lines 30-35). 

Regarding claim 16, Hatanaka discloses a program in Col 3, Lines 4-6 that teaches a 
recording medium in which a computer-readable image pickup program is recorded, 
the image pickup program being used to enable a computer to control a camera in 
order to photograph, the computer being connected to the camera through a two-way 
communication line, the program comprising: 

an external apparatus operation procedure for setting at least photographing 
condition of the camera (Col 3, Lines 10-12); 

a display procedure for displaying a set state of the photographing condition on a 
display (Reference numeral 56 in Fig. 2); 
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an external apparatus communication procedure for transmitting the 
photographing conditions to the camera and receiving image data from the camera 
through the communication line (Col 3, Lines 7-12). 

Hatanaka teaches the capability of both a camera and an external apparatus 
controlling a camera, but fails to specifically teach a selection procedure for selecting 
between a first photographing mode in which the camera serves as a master to 
photograph and a second photographing mode in which the computer serves as the 
master and controls the camera to photograph. Hatanaka describes a program to 
select and activate the second photographing mode in Col 3, Lines 7-12, but fails to 
teach that the program allows the user to select the first photographing mode. 
However, the program is capable of detecting if the shutter button of the camera is 
activated and will switch control of the camera to the camera rather than the external 
apparatus. Given the capability in Hatanaka where both the camera and the computer 
can potentially be the master of the camera, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to add a user interface to the 
program to allow the user to select on the program whether the camera or computer 
serves as the master. 

Hatanaka further discloses a control procedure for setting the second 
photographing mode just after the start of camera control through the computer, 
reading photographing information set in the camera, and, setting one of the first and 
second photographing modes in accordance with the selection in the selection 
procedure. Hatanaka describes a control step in the program where the program can 
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detect operation of the shutter switch of the camera and will subsequently inhibit the 
program's control of the camera as described in Col 9, Lines 12-15 and Lines 30-35. 



7. The prior art made of record and not relied upon is considered pertinent to 
applicants disclosure includes: U.S Patent # 7012636, U.S Patent # 6835008, U.S 
Patent # 6819355, U.S Patent #7098943. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Amy Hsu whose telephone number is 571-272-3139. 
The examiner can normally be reached on Monday-Friday from 8:00am to 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ricky Ngo, can be reached on Monday-Friday from 8:00am to 5:00pm. The 



fax phone number for the organization where this application or proceeding is assigned 
is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). ss 
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